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DETAILED ACTION 



Acknowledgements 



1 . This action is responsive to the following communications: Applicant's response 
filed July 9, 2008. 

2. Claims 1-21 are pending in the application. 

3. This Office Action is given Paper No. 20081 020 for reference purposes only. 

4. Based on a comparison of the PGPub 2005/01 92877 with applicant's originally 
submitted specification, the PGPub appears to be a fair and accurate record of the 
applicant's specification. Therefore, if necessary any references in this action to 
applicant's specification refer to paragraph numbers in the PGPub. 



5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 1-21 are rejected under 35 U.S.C. §101, because the claimed invention is 
directed to non-statutory subject matter. Based on Supreme Court precedent and 
recent Federal Circuit decisions, a § 101 process must (1) be tied to another statutory 
class (such as a particular apparatus) or (2) transform underlying subject matter (such 
as an article or materials) to a different state or thing. Diamond v. Diehr, 450 U.S. 175, 
184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 
U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). The process 
steps of "specifying..." (claim 1), generating..." (claim 1), "providing..." (claim 1), 
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"providing..." (claim 1), "requesting..." (claim 1), "providing..." (claim 14), "receiving..." 
(claim 14), "receiving..." (claim 14), "providing..." (claim 14), and "requesting..." (claim 
14) are not tied to another statutory class nor do they execute a transformation. Thus, 
they are non-statutory. To qualify as a statutory process, the claim should positively 
recite the other statutory class to which it is tied, for example by identifying the 
apparatus that accomplished the method steps or positively reciting the subject matter 
that is being transformed, for example by identifying the material that is being changed 
to a different state. 



7. The following is a quotation of the second paragraph of 35 U.S.C. §1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1-21 are rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

9. Regarding claims 1 and 14, it is unclear whether the various method steps are 
performed by the provider, the consumer, the service intermediary, or another actor. 
Nor would it have been clear to one of ordinary skill in the art at the time the invention 
was made. Appropriate clarification and/or correction is required. 

10. Regarding claims 2, 3, 15, and 16, Applicant's recitations "based on willingness 
of the service provider to be exposed to non-payment by that service consumer" and 
"indicates the number of services for which the service provider is willing to be exposed 
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to non-payment by the service consumer" would have been unclear to a person having 
ordinary skill in the art at the time of the invention. Appropriate clarification and/or 
correction is required. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 1, 4-6, 12, 13, and 17, as understood by the Examiner, are rejected under 
35 U.S.C. §1 03(a) as being unpatentable over Briscoe et al. (US Patent 6,341 ,273) in 
view of either Frankel et al. (US Patent 7,184,988, hereinafter "Franker) or Hauser et al. 
(Ref U on the attached form PTO-892, hereinafter "Hauser"). 

13. Regarding claims 1 and 5, Briscoe discloses all the elements of the claimed 
invention including: 

a. specifying a number of services within a billing unit for the service provider 
and the service consumer ("set number of times," C1 L63 - C2 L24); 

b. generating a sequence of codes ("the hash chain") from a start code 
("secret random number") to an end code ("value at the end of the hash chain"), 
the number of codes in the sequence corresponding to the specified number of 
services within the billing unit ("set number of times," C1 L63 - C2 L24); 



Application/Control Number: 10/789,392 
Art Unit: 3621 



Page 5 
Paper No. 20081020 



c. when the service consumer requests a service of the service provider, 
providing to the service provider one of the codes of the sequence from which 
the end code can be derived ("the user communicates to the vendor the value at 
the end of the hash chain," C1 L63 - C2 L24); and 

d. when the service provider has been provided by the service consumer 
with the start code, requesting payment for the billing unit ("The vendor may 
collect the money owed to it at any time by communicating the last revealed hash 
value to the broker's settlement interface," C7 L5-9). 

14. However, although Briscoe discloses providing the end code to the service 
provider ("the user communicates to the vendor the value at the end of the hash chain," 
C2 L6-7), Briscoe fails to explicitly disclose providing the end code to the service 
provider via a service intermediary. 

15. Both Frankel and Hauser teach selecting the start code, generating a sequence 
of codes (hash chain), and providing the end code to the service provider via a service 
intermediary (Frankel, Fig. 1 and associated text, C10 L15-21; Hauser, pgs. 2-7). 

16. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the system of Briscoe to include the start code selection, code 
sequence generation, and provision of the end code to the service provider via a service 
intermediary of Frankel or Hauser in order to achieve the predictable result of reducing 
computational complexity for the service intermediary and distributing the computations 
required to calculate the hash chain to the individual service consumers. 
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1 7. Regarding claim 4, Briscoe further discloses wherein the sequence of codes is 
generated by the service consumer ("The user then uses a publicly known hash function 
to operate on the serial number to produce a first hash value, and then operates on the 
first hash value with the hash function to produce a second hash value, and so on," C1 
L63 - C2 L24). 

18. Regarding claims 6 and 1 7, Briscoe further discloses wherein the sequence is 
generated using a one-way function ("The user then uses a publicly known hash 
function ... The one-way nature of the hash function," C1 L63 - C2 L24). 

19. Regarding claim 12, Briscoe further discloses wherein the service intermediary 
("the broker") generates the sequence ("the broker generates a number of hash chains," 
C8 L21-22). 

20. Regarding claims 1 3 and 1 4, Briscoe further discloses wherein the service 
provider provides services requested by the service consumer ("The vendor now 
delivers the goods to the client," C6 L48). 

21 . Claims 2, 3, 7-11,15,16,1 8-21 , as understood by the Examiner in light of the 
above 1 12 2 nd paragraph rejections, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Briscoe/Frankel or Briscoe/Hauser and further in view of Examiner's 
Official Notice. 

22. Regarding claims 2, 3, 7, 1 1 , 15, 16, 18, although Briscoe discloses specifying 
different numbers of services for billing units, the combination of Briscoe/Frankel or 
Briscoe/Hauser does not disclose doing so for different customers based on the risk 
tolerance of the provider or in order to minimize transaction costs. However, the 
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Examiner takes Official Notice that it was old and well known in the art at the time of the 
invention for a business to calculate the amount of credit it is willing to extend and 
quantity of service per billing unit it is willing to provide based on risk tolerance and 
transaction costs because to do otherwise would negatively impact the profitability of a 
company. Therefore, it would have been obvious to combine the varying services per 
billing unit based on risk tolerance and transaction costs of Examiner's Official Notice 
with the system of Briscoe/Frankel or Briscoe/Hauser in order to achieve the predictable 
result of increasing profitability by reducing risk of credit default and decreasing the 
amount of transaction costs incurred. 

23. Regarding claims 8-10 and 19-21 Briscoe/Frankel or Briscoe/Hauser disclose all 
the elements of the claimed invention including that the service intermediary ("the 
bank") resolves disputes (Briscoe, "The bank checks that the value is that expected for 
the tenth hash value generated from the relevant random secret number," C1 L63 - C2 
L24). But both Briscoe/Frankel and Briscoe/Hauser fail to explicitly disclose resolving 
the dispute one way or the other based on the result of the hash value check. However, 
the Examiner takes Official Notice that it was old and well known in the art at the time of 
the invention for a trusted third party or intermediary to resolve disputes in favor of the 
party that the evidence favors in order to maintain the trust of both parties. It would 
have been obvious to a person having ordinary skill in the art at the time of the invention 
to modify the system of Briscoe/Frankel or Briscoe/Hauser to include the dispute 
resolution based on evidence of Examiner's Official Notice in order to promote trust of 
and thereby use of the intermediary. 
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Double Patenting 



24. Claims 1-21 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-40 of 
copending Application No. 10/789,808. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because all of the positively recited 
method steps of claims 1-21 are disclosed in claims 1-40 of the copending application. 

25. This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



26. The Examiner has cited particular columns, line, and/or paragraph numbers in 
the references as applied to the claims above for the convenience of the Applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may be applied as well. It is respectfully requested from the Applicant, in preparing 
responses, to fully consider a reference in its entirety as potentially teaching all or part 
of the claimed invention as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 



Examiner Note 
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Claim Interpretation 



27. Independent claims (1 and 14) are examined together, since they are not 
patentably distinct. If Applicant expressly states on the record that two or more 
independent and distinct inventions are claimed in this application, the Examiner may 
require the applicant to elect an invention to which the claims will be restricted. 

28. Any Official Notices taken by the Examiner that are not adequately traversed by 
Applicant will be taken to be admitted prior art. 

29. Regarding claims 1 , 8, 9, 1 0, 1 4, and 1 9-21 , the USPTO interprets claim 
limitations that contain statements such as "if, may, might, can, could, when, potentially, 
possibly", as optional language (this list of examples is not intended to be exhaustive). 
As matter of linguistic precision, optional claim elements do not narrow claim 
limitations, since they can always be omitted (In re Johnston, 77 USPQ2d 1788 (Fed. 
Circ. 2006)). They will be given less patentable weight, because language that 
suggests or makes optional but does not require steps to be performed or does not limit 
a claim to a particular structure does not limit the scope of a claim or claim limitation. In 
the interest of compact prosecution, the optional elements of the above-identified claims 
have been treated as positive limitations where possible in anticipation of an 
amendment by Applicant to make them positive limitations. 
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Conclusion 



30. References considered pertinent to Applicant's disclosure are listed on form 
PTO-892. All references listed on form PTO-892 are cited in their entirety. 

31 . Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Jamie Kucab whose telephone number is 571-270- 
3025. The Examiner can normally be reached on Monday-Friday 9:30am-6:00pm EST. 

32. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Andrew Fischer can be reached on 571-272-6779. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

33. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JK 



/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



